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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
-----------------------------------X 
JACQUES MORET, INC.,    : 
        :  
   Petitioner,   : 

  : 
v.      : Cancellation No. 92054121 

        :  
SPEEDO HOLDINGS B.V.     : 

  : 
Respondent.   : 

-----------------------------------X 
 

PETITIONER’S RESPONSE TO RESPONDENT’S MOTION TO DISMISS FOR 
INSUFFICIENT SERVICE AND CROSS MOTION TO ACCEPT BELATED SERVICE 

ON THE DIRECTOR AND RESET THE CANCELLATION FILING DATE  
  

INTRODUCTION 

Respondent seeks dismissal of this cancellation proceeding 

on the ground that Petitioner failed to serve a copy of its 

Petition to Cancel on Speedo Holdings B.V., the Respondent, a 

foreign company residing in the Netherlands. Petitioner relies 

on Rule 2.111(a) which requires service on the record owner of 

the registration or the owner’s domestic representative of 

record. 

As shown in the record, and confirmed in Respondent’s 

motion, Respondent has not designated a domestic representative 

in connection with its registration. Accordingly, Petitioner 

should have served the Director in accordance with 37 CFR 

2.24(a)(2). On the date that the Petition to Cancel was filed, 

Petitioner’s attorney did not serve the Director but instead 

served Respondent’s attorney who was not of record. This was an 

error which Petitioner’s attorney acknowledges.  
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Immediately upon learning of the error, Petitioner’s 

attorney served a copy of the Petition to Cancel on the Director 

with a new certificate of service. Petitioner now requests that 

the new certificate of service be entered as an amended 

certificate and that the cancellation filing date be reset to 

the date of service on the Director.  

The pertinent facts are set forth in the accompanying 

declaration of Petitioner's attorney, Howard F. Mandelbaum. 

 ARGUMENT 

Instead of dismissing the proceeding as Respondent has 

requested, Petitioner asks that the filing date of the Petition 

to Cancel be reset to July 27, 2011, the date of service on the 

Director, following the decision of the Board in The Equine 

Touch Foundation, Inc., v. Equinology, Inc. , 91 U.S.P.Q 2d 1943 

(T.T.A.B. 2009).  

 The facts in Equine  are similar to those here. In Equine  

just as here, an attorney served a Petition to Cancel on the 

wrong person. In entering an amended certificate of service on 

the proper recipient and resetting the filing date of the 

cancellation proceeding, the Board observed in view of the 

participation of the Respondent's counsel, “it is clear that 

respondent will be represented by counsel in this proceeding”.  



 
 

3 

Similarly, in the instant proceeding, it is clear that 

respondent will be represented by counsel, if not which of 

Respondent's three law firms will be the one who will actually 

represents Respondent, i.e., Brian R. McGinley, the attorney of 

record, and his firm Sonnenschein Nath & Rosenthal LLP, Brad D. 

Rose, the attorney who wrote to Petitioner claiming to be 

respondent’s “new counsel”, and his firm, Pryor Cashman, or J. 

Allison Strickland, who brought this motion on behalf of 

Respondent, and her firm, Fross Zelnick Lehrman and Zissu P.C.  

As the Equine  Board observed: 

“a petition to cancel a registration issued 
on the Principal Register . . . may be filed 
at any time within five years from the date 
of the registration of the mark.” 1 

Respondent’s registration was issued on October 7, 2008. 

Accordingly, Petitioner would have until October 7, 2013 to seek 

cancellation of the registration.  

The Equine Board further noted: 

“Inasmuch as petitioner acted promptly to 
cure its acknowledged failure of service, 
and given the fact that this petition would 
not be time-barred as of the date of actual 
compliance with the service requirement, 
petitioner cured the defective filing by its 
amendment of the proof of service. 
Therefore, the Board will not dismiss this 
petition as a nullity but instead will 
accord the petitioner a new filing date of 

                     
1 In Equine  descriptiveness was urged as a basis for cancellation unlike the 
present case where likelihood of confusion is asserted.  
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October 17, 2008, which is the date of such 
amendment.” 

CONCLUSION 

Petitioner respectfully submits that its attorney acted in 

good faith and promptly sought to cure its acknowledged failure 

of service. As in Equine , this petition would not be time-barred 

as of the date of actual compliance with the service 

requirement. There is a distinction between a complete lack of 

actual service and defective but curable service. 

Chocoladefabriken Lindt & Sprungli AG v. Sprungli AG v. Karlo 

Flores , 91 U.S.P.Q.2d 1698 (T.T.A.B. 2009).  

For the foregoing reasons, Petitioner respectfully requests 

that Respondent’s Motion to Dismiss be denied and that 

Petitioner’s Cross Motion to Accept Belated Service on the 

Director and Reset the Cancellation Filing Date be granted. 

 
Jacques Moret, Inc., 
Petitioner 

 
 
       By: /Howard F. Mandelbaum/  
        Howard F. Mandelbaum 

      Attorney for Petitioner 
        Levine & Mandelbaum  

       222 Bloomingdale Road 
Suite 203  
White Plains, NY 10605 
(914) 421-0500 
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CERTIFICATE OF SERVICE 

 
 It is hereby certified that a copy of the foregoing 

PETITIONER’S RESPONSE TO RESPONDENT’S MOTION TO DISMISS FOR 

INSUFFICIENT SERVICE AND CROSS MOTION TO ACCEPT BELATED SERVICE 

ON THE DIRECTOR AND RESET THE CANCELLATION FILING DATE has been 

forwarded this 28 th  day of July, 2011, by first class mail to: 

 
 
Craig S. Mende, Esq. 
J. Allison Strickland, Esq. 
Alexander L. Greenberg, Esq.  
Fross Zelnick Lehrman & Zissu, P.C. 
866 United Nations Plaza 
New York, New York 10017 

 
 
 

/Howard F. Mandelbaum/  
            Howard F. Mandelbaum 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
-----------------------------------X 
JACQUES MORET, INC.,    : 
        :  
   Petitioner,   : 

  : 
v.      : Cancellation No. 92054121 

        :  
SPEEDO HOLDINGS B.V.     : 

  : 
Respondent.   : 

-----------------------------------X 
 
 

 
DECLARATION OF HOWARD F. MANDELBAUM IN SUPPORT OF 

PETITIONER’S RESPONSE TO RESPONDENT’S MOTION TO  
DISMISS FOR INSUFFICIENT SERVICE AND CROSS MOTION  

TO ACCEPT BELATED SERVICE ON THE DIRECTOR AND  
RESET THE CANCELLATION FILING DATE 

 
Howard F. Mandelbaum  declares as follows: 

1. I am an attorney at law admitted to practice 

before the courts of the State of New York and the U.S. 

Patent and Trademark Office. I am the attorney for Jacques 

Moret, Inc., Petitioner in the above captioned cancellation 

proceeding. I make this declaration in support of 

Petitioner’s Response to Respondent’s Motion  to  Dismiss 

for Insufficient Service and Cross Motion  to Accept 

Belated Service on the Director and  Reset the Cancellation 

Filing Date. 

2. On December 19, 2000 the Patent and Trademark 

Office issued U.S. Trademark Registration 2,414,630 to 
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Petitioner for the mark SPEED DRI for wearing apparel, 

namely, leotards, leggings, tops and tights. 

3. On October 7, 2008, unbeknownst to Petitioner, 

the Patent and Trademark Office issued U.S. Trademark 

Registration No. 3,513,161 for the mark SPEEDRY to the 

Respondent. There is no indication in the prosecution 

history of the SPEEDRY registration that the examiner was 

aware of or ever considered Petitioner’s earlier ‘630 

registration of SPEED DRI for the same and similar goods. 

Among the Class 25 items included in the SPEEDRY 

registration are leotards, leggings, and tops, three of the 

four items of apparel listed in Petitioner's original 

registration. The remaining items in the SPEEDRY 

registration are closely related items of apparel.  

4. On November 11, 2010, Petitioner filed an 

application for renewal of its Registration No. 2,414,630. 

At the time the renewal was filed, Petitioner was not using 

its SPEED DRI mark on leotards and tights. Accordingly, the 

registration was renewed only for leggings and tops. 

5. Because Petitioner intended to resume use of its 

SPEED DRI mark on leotards and tights, on November 11, 2010 

it filed U.S. Trademark Application Serial No. 85/174,754 

to register SPEED DRI for use on wearing apparel, namely, 

leotards and tights.  
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6. On December 27, 2010 the Examining Attorney 

issued an office action refusing registration of the mark 

SPEED DRI to Petitioner in view of Respondent’s 

registration of SPEEDRY. 

7. On April 28, 2011, Petitioner’s attorney wrote to 

Brian R. McGinley, Esq. of the Chicago law firm of 

Sonnenschein Nath & Rosenthal LLP who was then, and still 

is, listed as the attorney of record in Respondent's 

registration. Petitioner asked that Respondent voluntarily 

cancel its registration and cease and desist from use of 

the registered trademark. Exhibit A.  

8. Petitioner received a response to its April 28, 

2011 letter from Respondent’s “new counsel”, Brad D. Rose, 

dated June 10, 2011. Exhibit B. In the response, 

Respondent’s attorney said that Respondent was unwilling to 

comply with Petitioner’s requests for voluntary 

cancellation of the registration and cessation of use of 

the SPEEDRY trademark. 

9. On June 16, 2011 Petitioner’s attorney filed, by 

ESTTA, a Petition to Cancel Respondent’s registration with 

a certificate of service sig ned by Petitioner’s attorney 

certifying service “upon all parties, at their address of 

record”. Petitioner’s attorney then served Respondent’s 
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“new counsel”, Brad D. Rose, in the erroneous belief that 

he was the proper person to serve.  

10. On July 13, 2011 Petitioner’s attorney received 

an email communication from J. Allison Strickland, Esq., 

representing that her firm, Fross Zelnick Lehrman and Zissu 

P.C., was representing respondent, reporting that 

Respondent had received notification from the Trademark 

Trial and Appeal Board that a cancellation petition had 

been instituted against its Registration No. 3,513,161 for 

the mark SPEEDRY, and asking for the address to which the 

cancellation petition was mailed. Exhibit C. 

11. On the same date, July 13, 2011, Petitioner’s 

attorney responded to Ms. Strickland that service had been 

made upon Brad D. Rose, Esq. of the firm of Pryor Cashman 

LLP who had represented that he was “new counsel” to 

Respondent. Exhibit D. At that time, Petitioner’s attorney 

still did not realize the error in the party who should 

have been served. 

12. There was no further communication from Attorney 

Strickland or any of Respondent's other attorneys until the 

afternoon of July 26, 20011 when Petitioner's attorney 

received a faxed copy of Respondent's present motion. Upon 

researching the allegations made in the motion, 
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Petitioner’s attorney discovered he had erred in serving 

Attornery Rose instead of the Director. 

13. On July 27, 2011, Petitioner served on the 

Director a copy of the Petition to Cancel with a new 

certificate of service and an explanatory letter by first 

class mail. Exhibit E. 

The undersigned being warned that willful false 

statements and the like are punishable by fine or 

imprisonment, or both, under 18 U.S.C. 1001, and that such 

willful false statements and the like may jeopardize the 

validity of the application or document or any registration 

resulting therefrom, declares that all statements made of 

his/her own knowledge are true; and all statements made on 

information and belief are believed to be true. 

 
Dated: July 28, 2011   /Howard F. Mandelbaum/  
White Plains, NY    Howard F. Mandelbaum 
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EXHIBIT A 







 8

 
 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT B 
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EXHIBIT C 
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EXHIBIT D 







 11

 
 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT E 
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CERTIFICATE OF SERVICE  
 
It is hereby certified that a copy of the foregoing 

Declaration of Howard F. Mandelbaum in Support Of 

Petitioner’s Response to Respondent’s Motion  to  Dismiss 

for Insufficient Service and Cross Motion  to Accept 

Belated Service on the Director and  Reset the Cancellation 

Filing Date has been Forwarded, this July 28, 2011 by first 

class mail to: 

 
Craig S. Mende, Esq. 
J. Allison Strickland, Esq. 
Alexander L. Greenberg, Esq. 
Fross Zelnick Lehrman & Zissu, P.C. 
866 United Nations Plaza 
New York, New York 10017  

    
 
      /Howard F. Mandelbaum/  

        Howard F. Mandelbaum 


